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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 03 May 2005 , 
2a)l3 This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-6.11.39,41 and 42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-6,11,39,41 and 42 is/are reiected. 

7) D Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [^ The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. G Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 36 U.S.C. 112- 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such fidl, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particiQarly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 1-6, 11, 39, 41-42 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description reqidrement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventorCs), at the time the apphcation was filed, 
had possession of the claimed invention. 

The two new choices for R5 are new matter. The original formula was wrong, but 
appUcants have not shown that one of ordinary skill in the art would have been sure that 
this new choice was what was intended. The original choice was attached via a sidfur. One 
could have retained attachment by a svdfur just by switching the "3" to a "2". There is no 
way of knowing whether that choice, or the one which was actually selected, was what was 
reaUy intended, and hence this choice is new matter. 

Claims 1-6, 11, 39, 41-42 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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1. The "traiunatic brain damage of claim 41 is not a disease. It is a condition. Suggested is 
''...from a disease or condition". 

2. The ""avUioxy^ in "sulfo^acyr and as a substituent on aryl is rendered indefinite by the 
remarks. A monovalent group that ends in ''...oxy is boimd via an osygen. See e.g. 
5384176 and note structures on firont page. But the structure that applicants use in the 
remarks, taken &om the specification, is attached via a sulfiir. Thus, it is not dear what 
the claims intend. 

3. Claims 41-42 no longer have any actual step in them. These originally depended on 
claim 40, but when claims 41-42 were made independent, the actual step firom claim 40 
was not carried into the claims. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poUcy (a policy reflected in the statute) so as to prevent the unjustified 
or improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); 
In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel 422 F.2d 438, 
164 USPQ 619 (CCPA 1970);and, In re Tborington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used 
to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent is shown to be commonly owned with 
this apphcation. See 37 CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3,73(b). 

Claims 1-6, 11, 39, 41-42 are rejected under the judidaUy created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 and others of U.S. 
Patent No. 6649600. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because there is extensive overlap with the claims of 
the parent. For example, if R3 is option a) and is unsubstituted, then there is overlap (even 
with claim 11). Also, note that in the b) list of substituents for option a), applicants have 
retained the R5-alkylsulfonyl and R5-alkylthio, but these were in the parent patent as weU. 

Claim Rejections - 35 USC§ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for aU 

obviousness rejections set forth in this Of&ce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-4, 6, and 39, 41 are rejected under 35 U.S.C. 103(a) as being 
unpat99entable over Suzuki 782, WO 94/16702, Suzuki et al (1992), or Shimada et al 
(1992). 

In Suzuki 782, see examples 29 (no linker) and 11 (methylene linker). In WO 
04/16702, see compound G and E. In Shimada et al (1992), see 44 and 45. In Suzuki et al 
(1992), see 22 and 23. These show the adamantyl compound, with or without methylene 
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linker. Applicants have the same, except that the adamanlyl has a methyl group stuck on. 
Compounds that differ only by the presence or absence of an extra methyl group or two are 
homologues. Homologues are of such dose structural similarity that the disclosure of a 
compound renders prima facie obvious its homologue. As was stated in ib re Grose, 201 
USPQ 57, 63, ''The known structural relationship between adjacent homologues, for 
example, supplies a chemical theory upon which a prima facie case of obviousness of a 
compound may rest." The homologue is ejected to be preparable by the same method and 
to have generally the same properties. This expectation is then deemed the motivation for 
preparing homologues. Of course, these presumptions are rebuttable by the showing of 
imexpected effects, but initially, the homologues are obvious even in the absence of a 
speci&c teaching to add or remove methyl groups. See In re Wood, 199 USPQ 137; In re 
Hoke, 195 USPQ 148; In re Lobr, 137 USPQ 548; In re Magerlein, 202 USPQ 473; In re 
WiecbeH, 152 USPQ 249; Ex parte Henkel, 130 USPQ 474; Ex Parte Fischer 96 USPQ 345; 
In re Fauque, 121 USPQ 425; In re Druey, 138 USPQ 39. In all of these cases, the close 
structiural similarity between two compounds differing by one or two methyl groups was 
itself suf&dent show obviousness. See also MPEP 2144.09, second paragraph. 

Further, the feature of a methyl group attached to the 8-position substituent is seen 
in example 5 of Suzuki '782. 

Note that in the parent, this rejection was overcome by the removal of the tricyclic 
group option, but this has been retained in the instant daim 1. 

The traverse is unpersuasive. Applicants point out, correctly, that the claims have a 
substituent, e.g. methyl whereas the prior art compounds are unsubstituted. That is 
correct, but that just means that the claims are not antidpated. Applicants refer to the 
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"structural non-obviousness" but do not present reasoning why adding the methyl group is 
not structurally obvious. Applicants refer to their "demonstrated utility, but having a 
utility is not evidence of unobviousness. 

SpeciGcation 

The abstract is objected to as incomplete. The essence of the invention is in R3, 
which is not defined. Suggested is the abstract used in the parent. 

The specification is objected to as having numerous typographical errors. These were 
noted in the Certificate of correction as presented in the parent! these need to be fixed. 

Apphcant's amendment necessitated the new ground(s) of rejection presented in this 
Ofi&ce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS firom the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) wiU be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS 
firom the date of this final action. 

Any inquiry concerning this communication or earlier communications firom the 
examiner should be directed to Mark L. Berch whose telephone niunber is 571-272-0663. 
The examiner can normally be reached on M-F 7:15 - 3^45. 
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If attempts to reach the examiner by telephone are unsuocessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this appUcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appHcation may be obtained from the Patent 
AppUcation Information Retrieval (PAIR) system. Status information for pubHshed 
applications may be obtained from either Private PAIR or PubHc PAIR. Status information 
for unpublished appUcations is available through Private PAIR only. For more information 
about the PAIR system, see http-//pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EEC) at 866- 



217-9197 (toU-free). 




Mark L. Berch 
Primary Examiner 
Art Unit 1624 
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